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FAX COVER SHEET 

TO « Com missioner for Patents and Trademarks 

DATE: November 2fi, 20(12 

Fax #: 703-746-7444 

No. of Pages (including cover sheet): 20 




Applicant: Or, etal. 


Examiner: R. Anderson 


Serial No.: 10/007,235 


Art Unit: 1626 


Docket No.: ENP-036 




Filing Date: 10/22/01 





Dear Commissioner: 

Included in this transmission is a Notice of Abandonment dated November 
18, 2002 for the above-identified Patent Application. The Examiner notified us by 
phone August 21, 2002 that this case had fallen into abandonment and advised us to 
file a Petition to Withdraw Abandonment Based On Failure To Receive Office 
Action (MPEP 711.03c). This Petition was signed and faxed to your attention on 
August 22, 2002. 

On November 13, 2002 the Examiner contacted us indicating that a decision 
on the Petition was pending due to the absence of an official Notice of Abandonment 
in the file history. We received the Notice of Abandonment dated November 18 
2002. We are resending our Petition to Withdraw Abandonment Based on Failure 
to Receive Office Action (dated August 22, 2002) to assure this matter is broueht 
back to your attention. 

Respectfully submitted, 
Stacie S. Capotosto 
Patent Coordinator 

Attached: 

1) Notice of Abandonment and cover page sent by USPTO to Enanta, date mailed- 

11/18/02 (2 Pages); 

2) Copy of Fax originally sent by Enanta to USPTO on August 22, 2002 which 

included the following: 

a) Cover Sheet and Transaction Report (i Page); 
b > Petition to Withdraw Hold ing of Abandonment Based Op Failure 
to Receive Office Action (2 Pages); 

c) Exhibit 1 (3 Pages); 

d) Exhibit 2 (5 Pages); 

e) Exhibit 3 (5 Pages); and 

f) Power of Attorney or Authorization of Agent Form (1 Page). 
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United Stbutss Patent and Trad emark Ofw.k- 



iUSTA-mi BBPABTMEN'l'OP CotumsHQK 



[ APPLICATION KO. | FILING PAtT" 

10/007,235 10/22/2001 



FIRST NAMED INVENTOR 



Sandhya L. Kalkiuite 
500 Arsenal Street 
Watertown, MA 02472 




| ATTORNEY DOCKET NO. | CONFIRMATION NO. | 
ENP-036 im 



ANDERSON, REBECCA L 



Paper number 



DATE MAILED; 11/18/2002 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 
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Application No. 


Applicants) 




Notice of Abandonment 


10/007,235 


OR ET AL. 




Examiner 


Art Unit 




_ T*i«» KM All r-\ m ~ri — _ .» -i. /_ . . 


Rebecca L Anderson 


1626 





This application is abandoned in view of: 

1 ■ H Applicant's failure to timely file a proper reply to the Office letter mailed on 07 February 2002 

oJSf^^fSZ — 7T , (W i h 9 Certif i Cate ° f Maili " 9 or Transmission dated \ ), which i 3 after the expiration of the 

period for reply (including a total extension of time of month(s)) which expired on 

(b) Q A proposed reply was received on but it does not constitute a proper reply under 37 CFR 1.113 (a) to the final rejection 

«52K rt ™ P ' y U T 3 l CF ? 11 13 to ■ flna| re j ection insists only of (1) . timely filed amendment which places the 
app cation in condrtion for allowance; (2) a timely filed Notice of Appeal (with appeal fee); or (3) a timely filed Request for 
Continued Examination (RCE) in compliance with 37 CFR 1.1 14). y ror 

" TfcTa ?n^ P rl^ Pe f V ^ 7 ^E^T-3* irM *" n '<« ° oFrstiftrte « F»™per reply, "or a bona fide attempt at a proper reply, to the non- 
final rejection. See 37 CFR 1.85(a) and 1.111. (See explanation in box 7 below), 
(d) E| No reply has been received. 

(a) □ The iSS u« . fee and publication fee, if applicable, was received on . (with a Certificate of Mailing or Transmission dated 

Alio^nctipTOL-Ss!. * P ^ p3ymen ' ° f ' SSUe (8 " d P ublicatio "^> set Notice of 

(b) □ The submitted fee of a is insufficient. A balance of $ is due. 

The issue fee required by 37 CFR 1. 18 is The publication fee, if required by 37 CFR 1.18(d), is $ 

(c) □ The issue fee and publication fee, if applicable, has not been received. 

3 D A M^m(PT^r ly fi ' e °°™ Btod 4raWinSS ^ reqUir6d bV ' Withi " thf ^™™ P eriod * et ^ Notice of 

(a) D aTer1T^^ ). wmch is 

(b) □ No corrected drawings have been received. 

* ° ^"S'" *■"*»»»«'> «*** » ^ned by ,h. at t,n,.y or a 9 „, o, rs0M . th6 aBi3n6e „„. enwe lnter „ t or „ „, 

7. S The reason(s) below 

Aplicant's represent was notified on November 13. 2002 that the case is abandoned. 



JOSEPH K. McKANE 
SUPERVISORY PATENT EXAMINER 



PTO-1432 (Rev. 04-01) Natice oIAbmdonlmsnt ^ „ ^ 4 
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500 Arsenal Street Tel: 61 7.607.0800 

Watertown, Massachusetts Fax: 617.607.0530 

02472 www.enanta.com 



FAX COVER SHEET 

-JL^ TO: Commissioner for Patents and Trademarks 

l) DATE: August 22. 2002 

Fax #: 703-746-7444 

No. of Pages (including cover sheet): 17 
Attached: 

1) Petition to Withdraw Holding of Abandonment Based On Failure to 
Receive Office Action (2 Pages); 

2) Exhibit 1 (3 Pages); 

3) Exhibit 2 (5 Pages); 

4) Exhibit 3 (5 Pages); and 

5) Power of Attorney or Authorization of Agent Form (1 Page). 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicant: Or, etal. Examiner: R. Anderson 

Serial No.: 10/007235 
Docket No.: ENP-036 
Filing Date: 10/22/01 

TITLE: Alpha-Hydroxyarylbutanarnine Inhibitors of Aspartyl Protease 

BY FACSIMILE TRANSMISSION: 703-746-7444 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

PETITION TO WITHDRAW HOLDIN G OF ABANDONMENT BASED ON 
FAILURE TO RECEIVE OFFICE ACTION 

Dear Sir: 

On August 21, 2002, Ms. Rebecca Anderson, the examiner in the above-identified 
application called the office of the applicants' assignee, Enanta Pharmaceuticals, Inc. and 
stated that the application had been held to be abandoned for failure to respond to an 
Office Action which had been mailed by the United States Patent and Trademark Office 
(USPTO) on February 7, 2002. Ms. Anderson stated that the Office Action included a 
restriction requirement and a requirement for election of species and specified a time 
period of one month for response. 

The Office Action has not been received at the offices of the applicants' assignee, 
Enanta Pharmaceuticals, Inc. 500 Arsenal Street, Watertown, MA 02472, which is 
designated in the Utility Patent Application Transmittal form as the correspondence 
address for the application. 

Applicants' undersigned attorney has made a search of the file jacket of the 
application, and of the patent docket records, maintained by the applicants' assignee. 

The file jacket and the docket records show conclusively that the Office Action 
was not received. 

Attached hereto as Exhibit 1 is a copy of the first, fifth and sixth pages of a 
document maintained by applicants' assignee, entitfed "Actions Due and Mail Received 
from PTO". This docket, which identifies the listed applications by Attorney Docket 
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Number, ENP-036 in the case of the present application, lists all the documents received, 
starting as of January 25, 2002, in the patent applications of applicants' assignee. Page 6 
of this record shows that a return postcard for an Information Disclosure Statement filed 
in the present application was received February 1, 2002 and a Recordation of 
Assignment was received on February 25, 2002. It can be seen that the Office Action in 
question was not received as of March 7, 2002 which would have been the end of the one 
month response period specified in the Office Action. 

Applicants' assignee also maintains a docket record entitled "Patent Docket" 
which dockets all actions due in the patent applications of the applicants' assignee. 
Attached hereto, as Exhibits 2 and 3, respectively, is a copy of each of the Patent Docket 
documents dated February 26, 2002 and March 13, 2002 which show all replies docketed 
for a date one month from the mailing date of the nonreceived Office Action. It can be 
seen that there is no entry in the Action Due column for the present application (see page 
4 of each of these exhibits). 

It is respectfully submitted that the showing made by this Petition clearly 
establishes nonreceipt of the Office Action mailed February 7, 2002. It is therefore 
respectfully requested that this Petition be granted and, further, that the Office Action be 
remailed. 



I hereby certify that this correspondence is being submitted to the United States Patent and Trademark 
Olfice via facsimile transmission today to 703-746-7444. 



Respectfully Submitted, 




Gaetano D. Maccarone 
Reg. No. 25,173 



Certificate of Facsimile Transmission 




Date: A 2,00°^ 
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Under the Paperwork Reduction Act Of 1995, no personB ara required to respond to a'collaction of information 



FTO/SB/61 (02-01) 
Approvod for use throuflh 10r3l/J002. OMB 0851-0035 
U.9. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 





Application Number 


10/007235 *\ 




Fillng Date 


October 22, 2001 


POWER OF ATTORNEY OR 


First Named Inventor 


Yat Sun Or 


Title 


Alpha-Hydroxyarylbutanamine Inhibitors.. 


AUTHORIZATION OF AGENT 


Group Art Unit 






Examiner Name 


R. Anderson 




Attorney Docket Number 


ENP-036 J 



I hereby appoint: 

d Practitioners at Customer Number . 
OR 



Place Customer 
Number Bar Code 
Label here 



Name 


Registration Number 


Gaetario D. Maccarone 


25,173 















as my/our attorney(s) or agent(s) to prosecute the application identified above, and to transact all 
business in the United States Patent and Trademark Office connected therewith. 



Please change the correspondence address for the above-identified application to: 

□ The above-mentioned Customer Number. 

OR 

□ Practitioners at Customer Number | | 

OR 



Ptzce Customer 
Number Bar Code 
Label here 



ry] Firm or 

individual Name 



Stacie S. Capotosto 



Enanta Pharmaceuticals, Inc. 



500 Arsenal Street 



City 



Watertown 



I State I MA 



| Zip |02472 



^T^teghone^ 



617-607-0800 



I Fax | 617-607-0535 



I am the: 
□ Applicant/Inventor. 

fx] Assignee of record of the entire interest. See 37 CFR 3.71. 
Statement under 37 CFR 3. 73(b) is enclosed. (Farm PTO/SB/96). 



SIGNATURE of Applicant or Assignee of Record 



Spiros J a mas, Sep., CEO and President, Enanta Pharmaceuticals, Inc. 



Signature 



August 22, 2002 



NOTE: Signatures of ail the Inventors or assignees of record of the entire Interest or their representative(s) are required. Submit multiple 
forms if more than one signature is required, see below*, 



_form5 are submitted. 

s estimated to take S minutes to complete. Time will vary depending upon tho n««e|fi ari 
sd to compels this form should ba sent to in* Cnlef Information Officer, U.S. Patent ar 
20231, DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Assiitant Commissioner for Patent*, V 



Burden Hour Statement: This fan- 
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